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REMARKS 

Claims 1-12 are pending in the present application. Claims 1-2, 4 and 5 were rejected 
under 35 U.S.C. § 102(b) as being anticipated by Nomarski, U.S. Patent No. 2,924,142. 
Claims 7-8, 10 and 1 1 were rejected under 35 U.S.C. § 103(a) as being unpatentable over 
Nomarski in view of Tabata, U.S. Patent No. 5,420,717. Claims 3 and 9 were rejected under 
35 U.S.C. § 103(a) as being unpatentable over Nomarski in view of Tabata as applied to claim 
1, and further in view of Otaki et al., U.S. Patent No. 5,572,359. Claims 6 and 12 were 
rejected under 35 U.S.C. §103 (a) as being unpatentable over Nomarski in view of Tabata. 

Claim 1 has been amended. Reconsideration of the application is respectfully 
requested. 

Rejections under 35 U.S.C. §lQ2(b), §103fa) 

Claims 1-2, 4 and 5 were rejected under 35 U.S.C. § 102(b) as being anticipated by 
Nomarski, U.S. Patent No. 2,924,142. Claims 7-8, 10 and 1 1 were rejected under 35 U.S.C. 
§103(a) as being unpatentable over Nomarski in view of Tabata, U.S. Patent No. 5,420,717. 
Claims 3 and 9 were rejected under 35 U.S.C. § 103(a) as being unpatentable over Nomarski 
in view of Tabata as applied to claim 1 , and further in view of Otaki et al., U.S. Patent No. 
5,572,359. Claims 6 and 12 were rejected under 35 U.S.C. § 103(a) as being unpatentable 
over Nomarski in view of Tabata. 

Independent claim 1 of the present application has now been amended to clarify that 
the birefringent compensation element is configured to "cancel" (versus "compensate for") 
the path length difference over a diameter of the objective prism. Independent claim 1, as 
amended, accordingly recites a polarizing interference microscope free from a condenser 
prism and including a birefringent compensation element disposed between the polarizer and 
analyzer and "configured to cancel a path lengdi difference of the pair of sub-beams over a 
diameter of the objective prism." Support for the amendment may be found, for example, at 
paragraph [0016] of the present application. It is respectfully submitted that Nomarski does 
not teach or suggest canceling a path length difference of the pair of sub-beams over a 
diameter of the objective prism, as recited in claim 1 . In contrast, the compensator K of 
Nomarski cancels the bi-refringence only at the center of the blade or birefringent wedge Q, 
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and not over a diameter of the objective prism, as recite in claim 1. See Nomarski, col. 5, 
lines 71-73. Because Nomarski is missing at least the condenser prism-free **cancel a path 
length difference of the pair of sub-beams over a diameter of the objective prism" feature of 
independent claim 1, it is respectfully submitted that this reference cannot anticipate claim 1 
or its dependent claims. Nor do Tabata or Otaki et al. teach or suggest the above feature 
missing from Nomarski. Therefore, a combination of Nomarski, Tabata and/or Otaki et al. 
could not teach or suggest all the features of any of the dependent claims. 

Withdrawal of the rejection of claims 1-2, 4 and 5 under 35 U.S.C. §102(b) based on 
Nomarski, the rejection of claims 7-8, 10 and 1 1 under 35 U.S.C. § 103(a) based on Nomarski 
in view of Tabata; of claims 3 and 9 under 35 U.S.C. § 103(a) based on Nomarski in view of 
Tabata and Otaki et al; and of claims 6 and 12 under 35 U.S.C. § 103(a) based on Nomarski 
in view of Tabata; is respectfully requested. 
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CONCLUSION 

It is respectfully submitted that the application is now in condition for allowance. 


Respectfully submitted, 
DAVIDSON, DAVIDSON & KAPPEL, LLC 


By: 




Erik R. Swansdn, Reg. No. 40,833 


Davidson, Davidson & Kappel, LLC 
485 Seventh Avenue, 14th Floor 
New York, New York 10018 
(212) 736-1940 
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